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REMARKS 

Claims 1-12 are pending in the present application. Claims 1-2, 4 and 5 were rejected 
under 35 U.S.C. § 102(b) as being anticipated by Nomarski, U.S. Patent No. 2,924,142. 
Claims 7-8, 10 and 1 1 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Nomarski in view of Tabata, U.S. Patent No. 5,420,717. Claims 3 and 9 were rejected under 
35 U.S.C. § 103(a) as being unpatentable over Nomarski in view of Tabata as applied to claim 
1, and further in view of Otaki et al., U.S. Patent No. 5,572,359. Claims 6 and 12 were 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Nomarski in view of Tabata. 
Claims 1, 3-4, 7 and 9-10 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Tabata. 

Reconsideration of the application is respectfully requested. 

Rejection under 35 U.S.C. S102fb) 

Claims 1-2, 4 and 5 were rejected imder 35 U.S.C. §102(b) as being anticipated by 
Nomarski, U.S. Patent No. 2,924,142. 

Nomarski describes an interferential polarizing device in which contrast adjustment is 
effected by displacement of a quartz movable bevel of a compensator K. See col. 6, lines 3-4, 
and Fig. 1. The difference in the thickness of first and second blades of the compensator K 
enable the bi-refringence at the center of a blade or birefiringent wedge Q to be canceled. See 
col. 5, lines 71-73. 

Independent claim 1 of the present application recites a polarizing interference 
microscope including "a birefiringent compensation element disposed between the polarizer 
and analyzer and configured to compensate for a path length difference of the pair of sub- 
beams over a diameter of the objective prism." It is respectfully submitted that Nomarski 
does not teach or suggest compensating for a path length difference of the pair of sub-beams 
over a diameter of the objective prism, as recited in claim 1. In contrast, the compensator K 
of Nomarski cancels the bi-refiringence only at the center of the blade or birefiingent wedge 
Q. See Nomarski, col. 5, lines 71-73. 

Withdrawal of the rejection of claims 1-2, 4 and 5 under 35 U.S.C. §102(b) based on 
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Nomarski is respectfully requested. 

Reiections under 35 U.S.C. SlOSfa^ 

Claims 7-8, 10 and 1 1 were rejected under 35 U.S.C. §103(a) as being unpatentable 
over Nomarski in view of Tabata, U.S. Patent No. 5,420,717. Claims 3 and 9 were rejected 
under 35 U.S.C. §103(a) as being unpatentable over Nomarski in view of Tabata as applied to 
claim 1, and further in view of Otaki et al., U.S. Patent No. 5,572,359. Claims 6 and 12 were 
rejected under 35 U.S.C. §103(a) as being unpatentable over Nomarski in view of Tabata. 
Claims 1, 3-4, 7 and 9-10 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Tabata. 

Tabata describes an interference microscope in which light from a light source system 
16 is incident on a WoUaston prism 2 upstream of a condenser lens 3, as in a conventional 
interference microscope. See col. 5, lines 41-45, and Fig. 3. 

Regarding the obviousness rejections based on a combination of Nomarski with 
Tabata and Otaki et al., and on a combination of Nomarski with Tabata, dependent claims 2- 
12 of the present application properly depend fit>m, and include all the limitations of, 
independent claim 1. Dependent claims 2-12 thus include the limitations that the polarizing 
interference microscope includes "a birefringent compensation element disposed between the 
polarizer and analyzer and configured to compensate for a path length difference of the pair 
of sub-beams over a diameter of the objective prism" and wherein "the microscope is free 
from a condenser prism." It is respectfully submitted that Nomarski, Tabata and Otaki et al. 
would not be properly combinable to attempt to provide these features of claims 2-12. As 
noted above relative to the rejection under 35 U.S.C. § 102(b). Nomarski does not teach or 
suggest compensating for a path length difference of the pair of sub-beams over a diameter of 
the objective prism, as recited. Also, Tabata does not teach or suggest a polarizing 
interference microscope free from a condenser prism, as recited. In contrast, Tabata uses a 
condenser prism- WoUaston prism 2~as in a conventional interference microscope. See 
Tabata, col. 5, lines 41-45, and Fig. 3. The Tabata device requires the use of the prism 2 to 
function for its intended purpose. Thus, an attempt to somehow replace the compensator K of 
Nomarski with, for example, the variable polarization element 18 of Tabata (see Tabata Fig. 
14) without also including the prism 2, would not work. Therefore, it is respectfully 
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submitted that a combination of Nomarski and Tabata could not provide a microscope that is 
free from a condenser prism and that also.compensates for a path length difference of the pair 
of sub-beams over a diameter of the objective prism, as recited. And Otaki et al. does not 
provide the above-recited features of claims 2-12 missing from Nomarski and/or Tabata. 
Therefore, a combination of Nomarski, Tabata and Otaki et al, also could not provide a 
microscope with the features of claims 2-12 recited above. 

Regarding the obviousness rejection based on Tabata alone, independent claim 1 of 
the present application recites a polarizing interference microscope "wherein the microscope 
is free from a condenser prism." It is respectfully submitted that Tabata does not teach or 
suggest a polarizing interference microscope free from a condenser prism, as recited in claim 
1. In contrast, Tabata uses a condenser prism- WoUaston prism 2-as in a conventional 
interference microscope. See Tabata, col. 5, lines 41-45, and Fig. 3. Since Tabata fails to 
teach or suggest the above-recited feature of independent claim 1, Tabata cannot render claim 
1 or its dependent claims 2-4, 7 and 9-10 obvious. 

Withdrawal of the rejection of claims 7-8, 10 and 1 1 under 35 U.S.C. § 103(a) based 
on Nomarski in view of Tabata, of claims 3 and 9 under 35 U.S.C. §103(a) based on 
Nomarski in view of Tabata and Otaki et al, of claims 6 and 12 under 35 U.S.C. §103(a) 
based on Nomarski in view of Tabata, and claims 1, 3-4, 7 and 9-10 under 35 U.S.C. § 103(a) 
based on Tabata, is respectfully requested. 
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